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Pol | enex Corporation has filed an application to
regi ster the mark BODY BASICS for "hand held el ectrical
massage apparatus."?

Regi strati on has been opposed by Honedics, Inc.
Opposer alleges that applicant's mark, when applied to its
goods, so resenbles the term BODY BASICS, which has been
previously and continuously used by opposer since Novenber
1988 in connection with the marketing and pronotion of a
line of health care appliances, including nmassagers for hone
use, as to be likely to cause confusion, mstake or
deception. (Opposer has al so pl eaded ownership of
application Serial No. 74/312,421, filed on Septenber 10,
1992, to register the mark BODY BASICS for "hand held
el ectrical massage apparatus" and claimng dates of first
use of July 24, 1992.

Applicant, in its answer, has denied the salient
all egations of the notice of opposition. Applicant has al so
asserted, as "affirmative defenses,” that opposer has failed
to state a clai mupon which relief can be granted because
opposer did not use the term BODY BASICS in a tradenark,
service mark or trade nanme sense prior to the filing date of
applicant's application, and that opposer is guilty of

acqui escence and | aches and is estopped from asserting any

1Serial No. 74/252,116, filed March 4, 1992, which alleges a
bona fide intention to use the mark in commerce.



Opposi tion No. 89, 271

rights against applicant with regard to applicant's
application to regi ster the mark BODY BASI CS. 2

The record consists of the pleadings; the file of the
i nvol ved application; and trial testinony, with exhibits, of
opposer's w tnesses, Roman Sam Ferber, M chael Perkins and
Jack Disalvo. Applicant took no testinony, but submtted,
under a notice of reliance, the discovery deposition of M.
Fer ber3 and opposer's responses to applicant's discovery
requests. Both parties filed briefs on the case and were
represented by counsel at the oral hearing.

The issues to be decided in this case are priority of
use and |ikelihood of confusion.

Qpposer, Honedics Inc., is in the business of
desi gni ng, producing and nmarketing a variety of health and
fitness products. According to opposer's president, M.
Fer ber, opposer began doi ng busi ness around 1987-88 and its
first products were an adjustabl e back cushion and

i nfl atabl e neck pillow. Opposer expanded its line of

2ln its brief, applicant never discussed the defenses of

acqui escence and laches. In any event, these defenses are
unavail abl e to applicant. NCTA v. Anerican Ci nema Editors, 937
F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991).

S\ note that applicant submtted a copy of the discovery
deposition, only. Applicant did not submt the exhibits, one of
whi ch was a copy of opposer's 1991 dealer price list. Exhibits
to a discovery deposition do not automatically come in with the
deposition when the latter is submtted under a notice of
reliance. To formpart of the record, the exhibits nust be
submtted as well. In view thereof, and since opposer's 1991
price list otherwi se has not been properly made of record (see
the Board's January 3, 1996 order), we have not considered this
list in reaching our decision herein.
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products to include hand hel d massagers for honme use, seat
cushions, air purifiers, and heart nonitors. Qpposer's
catal ogs constitute the primary marketing tools for sal es of
t hese products, with distribution of its 1989 catalog in the
range of 10,000 to 15,000 and that of its 1990-91 catalog in
t he range of 15,000 to 20, 000.

According to M. Ferber, approximately a year after
opposer began business, he and an enpl oyee of the firm of
Lutz & Associates cane up with the term BODY BASICS to
identify opposer's line of health and fitness products.

BODY BASI CS appears on the front cover of opposer's 1989 and
1990-91 catalog in the foll ow ng manners:

1989 HOMEDICS CATALOG

Winter/Spring 1989

BODY BASIés

Products for the health-conscious consumer
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1390-91 HOMEDICS CATALOG
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BODY BASI CS appears in the text on page 2 of opposer's 1989

catal og as foll ows:

[LOMEDICS

Dear Customer:

We 'rc in the body business—so you might say everyone can
relate to our products. But there's a dynamic new market oul
there. One that works hard . . . and expects comforn when the
work is done. Comtort that comes {rom the basics . . . the

body basics.

HoMedics reaches that market with its line of dynamic

body basics.

Get 1nto the body business with HoMedics. We're working

hard to reach your hard-working consumers!

4 J) At
TR Ve
i
Ron Ferber
President
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Qpposer's 1989 and 1990- 1991 catal ogs were distributed to
whol esal ers and retailers, ranging fromsmall drugstores to
| arge departnent store chains, and to health professionals,
including chiropractors. Wile M. Ferber indicated that
BODY BASI CS appeared on other pronotional materials, no
additional materials were offered into evidence. According
to M. Ferber, opposer spent approximately $250,000 in
pronotional and advertising expenses for its health and
fitness products for the period 1988-92. During the sane
peri od, opposer's sales total ed approxi mately $100,000. In
m d- 1992 opposer began appl yi ng BODY BASI CS to boxes
containing its products. According to M. Ferber, for the
period July 1992 to July 1994, opposer sold approxi mately
3.1 mllion units of merchandi se bearing the mark BODY
BASI CS

The record contains no information about applicant,
al though it appears that applicant has begun use of its
mar K.

Turning first to the issue of priority, opposer
mai ntai ns that since prior to March 4, 1992, the filing date
of applicant's application, it has been using the term BODY
BASICS in connection with health and fitness products,
i ncl udi ng massagers for honme use, in a manner anal ogous to
trademark use, and that this use of BODY BASICS is

sufficient to give opposer priority rights in the term and
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to bar registration of applicant's mark under Section 2(d)
of the Trademark Act.

Appl i cant, however, contends that opposer's use of the
term BODY BASI CS was not in a manner anal ogous to trademark
use; but rather in a descriptive manner, i.e., to describe a
cl ass of products which provides the user with body confort
and rel axation, and that opposer may not rely on this use of
the term BODY BASICS to establish priority. Further,
appl i cant contends that opposer's evidence of anal ogous use
is insufficient because opposer has not shown that its
cat al ogs bearing the designation BODY BASICS reached nore
than a negligi bl e nunber of custoners.

In T.A.B. Systens v. PacTel Teletrac, 77 Fed.3d 1272,
37 USPQ2d 1879, 1882 (Fed. G r. 1996), the Court of Appeals

for the Federal Circuit noted that:

It is well settled that one may ground
one's opposition to an application on the
prior use of a termin a manner anal ogous
to service mark or trademark use. Such an
"anal ogous use" oppostion can succeed,
however, only where the anal ogous use is of
such a nature and extent as to create public
identification of the target termwth the
opposer's product or service.

The cases on anal ogous use have not
requi red that opposer proffer survey
evi dence or other direct evidence of the
consum ng public's identification of the
target word or phrase with the opposer as
the source of a given product or service.

I nstead, the fact finder may infer the fact
of identification on the basis of indirect
evi dence regardi ng the opposer's use of the
word or phrase in advertising brochures,
cat al ogs, newspaper ads, and articles in
newspapers and trade publications.
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(Gtations omtted.)

Further, the Court noted that the "activities clainmed to
constitute anal ogous use nust have substantial inpact on the
purchasi ng public". 37 USPQRd at 1882.

After careful consideration of the parties' argunents
and evidence herein, we find that opposer has established
its priority with regard to the term BODY BASICS in
connection with its line of health and fitness products,

i ncl udi ng massagers for hone use.

I n support of its position that opposer has used BODY
BASICS in a descriptive, rather than a trademark manner,
applicant relies on portions of the discovery and testinony
depositions of opposer's president, M. Ferber. It is
essentially applicant's position that M. Ferber has
conceded in these portions of the depositions that BODY
BASI CS is descriptive of opposer's products. The pertinent

portions of the depositions are set forth bel ow

Q Were you using the mark -- not the mark, the
wor ds Body Basics as descriptive ternms to try
to explain to readers what your product
line was?
That nmay have been one reason.
| believe, again, later in Paragraph 2
[on the first page of opposer's 1989
catal og], you al so used the words Body
Basics. \What were you intending to
communi cate at that point in the letter...?
A. | can't say what | was intending at that
time. Again, | can only tell you maybe
based on nmy opinion now, | probably was
trying to further an understandi ng of
that termnology in nmaking it, relating
it to the front cover of the catal ogue.
(Ferber discovery deposition, p. 43)

O >
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Q The Body Basics term nol ogy, which
understand you use in conjunction with
the entire line of goods, does it...
describe a particular product in here
[the line of goods]? |Is there a particular

product. ..

A.  No.

Q ~-- that you think is identified?

A.  No.

Q Does it describe a particular use of any of
your products or all of your products?

A No. | nmean the nane is, it's supposed to
be a catchall for everything I have in ny
line. Everything included.

Q Does it describe a particular feature of
any of these products?

A No. If I did, I nean -- if it did, people
woul d be ordering Body Basics from ne.
People order itens fromne. | never got an
an order that sonebody said, "I want to
order a Body Basics." [It's not specific

to any one item It's basically a catchal
phrase that describes everything that | sell.
(Ferber testinony deposition, p. 19)

We disagree with applicant that the above testinony is
a concession that BODY BASICS is descriptive of opposer's
products. There is nothing in this testinony that indicates
t hat BODY BASI CS conveys an i mmedi ate idea of the
ingredients, qualities or characteristics of opposer's
product s.

Further, applicant likens this case to In re Manco,
Inc., 24 USPQRd 1062 (TTAB 1992) [ THI NK GREEN for mailing
and shi ppi ng boxes does not function as an indication of
source, but rather as an expression of environnental
awar eness]; and Ipco Corp. v. Blessings Corp., 5 USPQ@d 1974
(TTAB 1988) [Use of CONFIDENCE in phrase "confidence to

enjoy a normal and active life" in booklet describing

10
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i nconti nence products does not constitute use in manner

anal ogous to trademark use]. Each of these cases, however,
is distinguishable. In re Manco, Inc. is distinguishable
because applicant has not shown that BODY BASICS is a
recogni zed expression in the health and fitness field. |pco
Corp. v. Blessings Corp. is distinguishable because in this
case, opposer has not sinply used BODY BASICS in a phrase or
text. Rather, BODY BASICS appears promnently on the cover
of two editions of opposer's catalogs for its line of health
and fitness products.

We turn next to applicant's argunment that the evidence
herein does not permt the inference that opposer reached
nore than a negligible nunber of potential customers with
its references to BODY BASI CS and t hus opposer has not
established that it used BODY BASICS i n a manner anal ogous
to trade mark use. Qpposer relies on T.A B. Systens, supra
where the opposer therein, PacTel, sought to rely on prior
use of the term TELETRAC for vehicle tracking and | ocation
services in a manner anal ogous to service mark use. The
Court found that PacTel's evidence failed to support the
i nference that PacTel reached nore than a negligible share
of potential custonmers with its references to TELETRAC. In
reaching this finding, the Court noted, inter alia, that it
was unable to determ ne that nore than a negligi bl e nunber
of potential custonmers was reached by PacTel's adverti sing
and pronotional efforts in the absence of proof by PacTel of

the size of its market, i.e., the nunber of potenti al

11
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custonmers for its vehicle tracking and | ocation service.
The court noted, however, that prior anal ogous use does not
require proof that "a fixed percentage, |ike 20% much |ess
51% of the potential custoners nust have forned the
required 'prior public identification.'" 37 USPQ2d at 1883.
In this case, the record shows that the rel evant
pur chasi ng public for opposer's products is not only
ordi nary consuners, but the trade as well, i.e.,
whol esal ers, retailers and health professionals. |ndeed,
opposer's "inmmedi ate" purchasers are those in the trade as
this is who opposer sells its products to. The
uncontroverted evidence is that opposer distributed to the
trade a m ni mum of 25,000 catal ogs bearing the term BODY
BASICS from 1989 to 1991. Featured in these catal ogs were,
inter alia, body massagers, foot massagers, shower
massagers, seat cushions, back cushions, air purifiers, and
heart nonitors. QOpposer pronoted its products primrily
t hrough catal ogs and the bul k of its $250, 000 adverti sing
and pronotional expenditures was for printing and
di stributing catal ogs. Notw thstanding the absence of proof
of the nunber of potential purchasers of opposer's products,
and even assum ng that they nunber in the mllions, since
the ultimate purchasers of the products are ordinary
consuners, we believe that opposer's evidence supports the
i nference that nore than a negligi bl e nunber of opposer's
potential customers were reached. Stated differently,

opposer's distribution to the trade of this nunber of

12
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catal ogs prom nently bearing the term BODY BASI CS over an
extended period of tine establishes prior use of the termin
a manner anal ogous to a trademark.4 W are not troubled by
the fact that opposer offered no other materials (e.g.,
advertising brochures or articles in trade publications) as
evidence of its pronotional efforts. W note that use of a
termin one kind of pronotional material has been held to
create protectible rights in the term See Sargent &
Greenleaf, Inc. v. ldeal Security Hardware Corporation, 186
USPQ 94 (TTAB 1975) [Advertisenents in trade publications
for locks featuring the term THE BRUTE sufficient to vest in
opposer protectible rights therein].

Turning then to the issue of likelihood of confusion,
applicant's only argunent with respect thereto is that
opposer has shown no instances of actual confusion during
its period of anal ogous use. However, applicant offered no
evi dence bearing on the extent of use of its mark such that
we can conclude that there was any real opportunity for
actual confusion to occur. |In any event, it nust be
remenbered that evidence of actual confusion is hard to cone
by and that the test under Section 2(d) of the Act is not

actual confusion but |ikelihood of confusion.

4'n reaching this conclusion, we accorded no weight to the
testinmony of Richard Perkins, a buyer for Arbor Drugs. Although
M. Perkins testified that he associates the term BODY BASI CS
with opposer, it was unclear whether this association began
during the period of anal ogous use or after this period when
BODY BASI CS was used in a trademark manner.

13
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We find that purchasers famliar with opposer's use of
the term BODY BASICS in connection with health and fitness
products, including massagers for honme use, would be likely
to believe, upon encountering applicant's hand held
massagers, that the respective products originated with the
sanme entity.

Deci sion: The opposition is sustained.

R F. G ssel

T. J. Quinn

P. T. Hairston

Adm ni strative Trademark
Judges, Trademark Trial and
Appeal Board
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